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This Action is in regards to the Reply received on 1 1/10/2005. 

Response to Amendment 

1. This action is responsive to the RCE application filed on 11/10/2005. Claims 11- 
14 have been deleted. Claims 1, 6, 15, 16, and 17 have been amended. Claims 1-10, 
and 15-17 are pending, and represent a method and system for a "sidebar functionality 
in a regular conference system". 

Response to Arguments 

Applicant's arguments with respect to claims 1, 6, 15, 16, and 17 have been 
carefully considered, but are not deemed fully persuasive. Applicant's arguments are 
deemed moot in view of the following new ground of rejection as explained here below, 
necessitated by Applicant substantial amendment (i.e., a method for transmittinq a SIP 
INVITE message to a call conference server requesting a temporary call conference 
wherein the SIP INVITE messaqe indicates that the audio from the call conference 
should be a talk only participant in the temporary call conference) to the claims which 
significantly affected the scope thereof. 

Information Disclosure Statement 

2. The references listed on the Information Disclosure Statement submitted on 
12/20/2005 have been considered by the examiner (see attached PTO-1449A). 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claim 1-10, and 15-17 are rejected under 35 U.S.C. 102(e) as being 
unpatentable by Lamb et al (Lamb) U.S. Patent No. 6,747,970 B1 . 

Regarding claim 1: Lamb discloses a method of sidebar conferencing, the 
method comprising: 

establishing a gall conference between a fast user, the first user having an audio 
stream, and a second user, the second user having an audio stream, the call 
conferenge having an audio stream (column 33, lines 58-67; column 34, lines 1-52); 

creating a temporary call conference by transmittinq a SIP INVITE message to a 
call conference server requesting a temporary call conference wherein the SIP INVITE 
messaqe indicates that the audio from the call conference should be a talk only 
participant in the temporary call conference (column 55, lines 44-67; column 56; lines 1- 
65; note that the SIP-INVITE message is inherent to the SIP protocol disclosed in 
column 42, lines 62-67, and column43, lines 1-6); 
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directing the audio stream of the call conference to the temporary call conference 
by transmitting a first SIP-RE-INVITE message to the call conference server indicating 
that the server should receive audio from the call conference(column 55, lines 44-67; 
column 56; lines 1-65; note that the RE-INVITE message is inherent to the SIP protocol 
disclosed in column 42, lines 62-67, and column43, lines 1-6);and 

directing the audio stream of the first user to the temporary call conference and 
directing the audio stream of the second user to the temporary call conference by 
transmittinq second and third SIP-RE-INVITE message to the first and second user- 
respectively wherein the audio stream of the first user and the audio stream of the 
second user are only audible to the first user and the second user (column 55, lines 44- 
67; column 56; lines 1-65; note that the RE-INVITE message is inherent to the SIP 
protocol disclosed in column 42, lines 62-67, and column43, lines 1-6). 

Regarding claims 2, and 7: The combination Hirni- Beyda discloses the 
method of claim 1 and the system of claim 6, further comprising prompting the first user 
for information indicating the identity of the second user (column 50, lines 29-51 ). 

Regarding claims 3, and 8: The combination Hirni- Beyda teaches the method 
of claim 2, and the system of claim 7, wherein prompting the user includes presenting a 
menu to the user (column 54, lines 17-41). 

Regarding claim 4, and 9: The combination Hirni- Beyda teaches the method 
of claim 2, and the system of claim 7 further comprising receiving and processing voice 
commands from the first user (column 23, lines 15-23). 
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Regarding claim 5, and 10: The combination Hirni- Beyda teaches the method 
of claim 1 , and the system of claim 6, further comprising determining whether the 
second user desires to enter the sidebar with the first user (column 55, lines 44-67; 
column 56; lines 1-65). 

Regarding claim 6: The combination Hirni- Beyda discloses a device for 
conducting a sidebar conference between a first user and a second user, the device 
comprising: 

means for establishing a call conference between a first user, the first user 
having an audio stream, and a second user, the second user having an audio stream, 
the conference having an audio stream (column 33, lines 58-67; column 34, lines 1-52); 

means for creating a temporary call conference by transmitting a SIP INVITE 
message to a call conference server requesting a temporary call conference wherein 
the SIP INVITE message indicates that the audio from the call conference should be a 
talk only participant in the temporary call conference(column 55, lines 44-67; column 56; 
lines 1-65; note that the SIP-INVITE message is inherent to the SIP protocol disclosed 
in column 42, lines 62-67, and column43, lines 1-6); 

means for directing the audio stream of the call conference to the temporary call 
conference by transmitting a first SIP-RE-INVITE message to the call conference server 
indicating that the server should receive audio from the call conference (column 55, 
lines 44-67; column 56; lines 1-65; note that the RE-INVITE message is inherent to the 
SIP protocol disclosed in column 42, lines 62-67, and column43, lines 1-6); and 
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means for directing the audio stream of the first user to the temporary call 
conference and directing the audio stream of the second user to the temporary call 
conference by transmittinq second and third SIP-REINVITE message to the first and 
second user- respectively wherein the audio stream of the first user and the audio 
stream of the second user are only audible to the first user and the second user (column 
55, lines 44-67; column 56; lines 1-65; note that the RE-INVITE message is inherent to 
the SIP protocol disclosed in column 42, lines 62-67, and column43, lines 1-6). 

Regarding claim 15: The combination Hirni- Beyda teaches a method for 
establishing a sidebar conference between a first user and a second user, within a on- 
going conference, the on-going conference having an audio stream, the first user having 
an audio stream, the second user having an audio stream (column 33, lines 58-67; 
column 34, lines 1-52), the method comprising the steps of: 

directing the audio stream of the call conference to the temporary call conference 
by transmitting a first SIP-RE-INVITE message to the call conference server indicating 
that the server should receive audio from the call conference (column 55, lines 44-67; 
column 56; lines 1-65; note that the RE-INVITE message is inherent to the SIP protocol 
disclosed in column 42, lines 62-67, and column43, lines 1-6); and 

directing the audio stream of the first user to the temporary call conference and 
directing the audio stream of the second user to the temporary call conference by 
transmittinq second and third SIP-REINVITE message to the first and second user- 
respectively wherein the audio stream of the first user and the audio stream of the 
second user are only audible to the first user and the second user (column 55, lines 44- 
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67; column 56; lines 1-65; note that the RE-INVITE message is inherent to the SIP 
protocol disclosed in column 42, lines 62-67, and column43, lines 1-6). 

Regarding claim 16: The combination Hirni- Beyda teaches a computer 
program for establishing a sidebar conference [see Beyda; fig. 1, items 30], the program 
comprising: 

first code for establishing a conference between a first user, the first user 
having an audio stream, and a second user, the second user having an audio stream, 
the conference having an audio stream (column 33, lines 58-67; column 34, lines 1-52); 

second code for creating a temporary conference by generating a SIP-INVITE 
message to a call conference server requesting a temporary call conference, wherein 
the SIP INVITE message indicates that the audio from the call conference should be a 
talk only participating in the temporary call conference(column 55, lines 44-67; column 
56; lines 1-65; note that the SIP-INVITE message is inherent to the SIP protocol 
disclosed in column 42, lines 62-67, and column43, lines 1-6); 

third code for directing the audio stream of the conference to the sidebar 
conference by by transmitting a first SIP-RE-INVITE message to the call conference 
server indicating tha the server should receive audio from the call conference (column 
55, lines 44-67; column 56; lines 1-65; note that the RE-INVITE message is inherent to 
the SIP protocol disclosed in column 42, lines 62-67, and column43, lines 1-6); and 

fourth code for directing the audio stream of the first user to the temporary call 
conference and directing the audio stream of the second user to the temporary call 
conference by transmittinq second and third SIP-REINVITE message to the first and 
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second user- respectively wherein the audio stream of the first user and the audio 
stream of the second user are only audible to the first user and the second user (column 
55, lines 44-67; column 56; lines 1-65; note that the RE-INVITE message is inherent to 
the SIP protocol disclosed in column 42, lines 62-67, and column43, lines 1-6). 

Regarding claim 17: The combination Hirni- Beyda teaches a computer 
readable medium having stored therein instructions for causing a processing unit to 
execute the following method : 

establishing a conference, between a first user, the first user having an audio 
stream, and a second user, the second user having an audio stream, the conference 
having an audio stream(column 33, lines 58-67; column 34, lines 1-52); 

creating a temporary conference by generating a SIP-INVITE message to a call 
conference server requesting a temporary call conference, wherein the SIP INVITE 
message indicates that the audio from the call conference should be a talk only 
participating in the temporary call conference (column 55, lines 44-67; column 56; lines 
1-65; note that the SIP-INVITE message is inherent to the SIP protocol disclosed in 
column 42, lines 62-67, and column43 t lines 1-6); 

directing the audio stream of the conference to the sidebar conference by 
transmitting a first SIP-RE-INVITE message to the call conference server indicating tha 
the server should receive audio from the call conference (column 55, lines 44-67; 
column 56; lines 1-65; note that the RE-INVITE message is inherent to the SIP protocol 
disclosed in column 42, lines 62-67, and column43, lines 1-6); and 
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directing the audio stream of the first user to the temporary call conference and 
directing the audio stream of the second user to the temporary call conference by 
transmittinq second and third SIP-REINVITE message to the first and second user- 
respectively wherein the audio stream of the first user and the audio stream of the 
second user are only audible to the first user and the second user (column 55, lines 44- 
67; column 56; lines 1-65; note that the RE-INVITE message is inherent to the SIP 
protocol disclosed in column 42, lines 62-67, and column43, lines 1-6). 

Important References Cited 

6. Lamb et al U.S. Patent No. 6,747,970 B1 . 

Pinard et al US Patent No. 5,533,1 10. Note that the Pinard patents also anticipate all 
claim limitations of this application. 
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Conclusion 



7. THIS ACTION IS MADE NON_ FINAL. Any inquiry concerning this 
communication or earlier communications from examiner should be directed to Jude 
Jean-Gilles whose telephone number is (571) 272-3914. The examiner can normally be 
reached on Monday-Thursday and every other Friday from 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley, can be reached on (571) 272-3923. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 305-3719. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 

Jude Jean-Gilles 
Patent Examiner 
Art Unit 2143 
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January 27, 2006 
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